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Petition From Requirement For Restriction Under 37 C.F.R.§1.144 


Petition is, hereby, made to the Honorable Commissioner for Patents from a 
requirement for restriction made in the December 23, 2003 Final Office Action for United 
States Application Serial No. 09/787,339. The December 23, 2003 Final Office Action 
withdrew all claims to United States Application Serial No. 09/787,339 from consideration as 
being directed to a non-elected invention. The Examiner has taken the position that the claims 
presented by the Petitioner in the November 1 1, 2003 amendment are independent or distinct 
from the invention as originally claimed. In the February 3, 2004 response to the Final Office 
Action, the Petitioner filed a request for reconsideration of the requirement for restriction. The 
Examiner upon reconsideration refiised to rescind the requirement for restriction, as noted in 
the February 11, 2004 Advisory Action. 

The December 23, 2003 Final Office Action stated that the claims 
submitted by the Petitioner on November 11, 2003 were independent or distinct from the 
invention originally claimed. The amendment to the claims made on November 1 1, 2003 
by the Petitioner that resulted in the restriction requirement was a change that replaced 
the term "channel" with the term "physical feature". The Examiner stated on page 2 of 
the Final Office Action (paper 10) that the original claims '^vere directed to an invention 
of a record carrier recording stereo signals and data signals in a channel comprising first 
portion and second portion" and that the new amended claims and new claims filed on 
November 11, 2003 by the Petitioner are directed towards a "stereo signal being recorded 
USING first physical feature and second physical feature which are different from each 
other". The Petitioner would like to respectfiilly point out that the first chaimel is defined 
by the specification of the invention on page 3, beginning on line 29 as being "formed by 
optically detectable marks in a track, whereby the optically detectable marks are in the 
form of so-called pits". The Petitioner would fiirther like to point out that the term 
second channel is defined by the specification to the present invention on page 3, line 1 
as the "second channel is preferably written by variations of the track." The term 
"physical feature" is not given any special definition by the specification to the present 
invention. Accordingly, the term "physical feature" should be interpreted as commonly 
used. The Petitioner respectfully submits that optically detectable marks in the form of 
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pits (the first channel) and variations of the track (the second channel) are physical 
features. The November 1 1 , 2003 amendment to the claims replaced the term "channel" 
with the term "physical feature" to more particularly point out and distinctly claim the 
invention in an attempt to prevent a broad reading of the invention from being on the 
cited prior art references. 

The analysis below discusses Claim 1 and Claim 8 to the invention. The 
Petitioner respectfully points out that the discussion below relating to Claims 1 and 8 is 
illustrative of the issues that exist to all the claims of the invention which have been 
subjected to the restriction requirement contained within the December 23, 2003 Final 
Office Action. 

The Petitioner would like to draw attention to the recitations the 
amendment made to Claim 1 of the invention by the November 1 1, 2003 amendment, 
which is reproduced below. 

Claim 1 (currently amended): A record carrier carrying a stereo signal and a data signal, 
said stereo signal being recorded using 'm a first physical feature on said record carrier chann e l , 
characterized in that the data signal comprises a first portion and a remaining portion, said first 
portion being combined with said stereo signal to obtain a composite signal being recorded m 
using said first physical feature chann e l on said record carrier and the remaining portion being 
recorded in using a second physical feature chann e l on said record carrier different from said 
first physical feature . 

The Petitioner respectfiiUy submits that the term "first channel" as defined 
by the specification of the invention as being formed by optically detectable marks in a 
track, whereby the optically detectable marks are in the form of so-called pits is wholly 
consistent with the term "first physical feature" provided by the November 1 1, 2003 
amendment. The Petitioner fiirther submits that the term "second channel" as defined by 
the specification of the invention is preferably written by variations of the track is wholly 
consistent with the term "second physical feature" provided by the November 11, 2003 
amendment. The term "physical feature" was used by the Petitioner to replace the term 
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"channel" to more particularly point out and distinctly claim the invention. The term 
"channel" is simply a broader term than the term "physical feature". The replacement of 
the term "channel" with the term "physical feature" does not result in claim terminology 
that is independent or distinct from the invention as originally claimed. 

The Petitioner would like to draw attention to the recitations made by 
Claim 8 before the November 1 1, 2003 amendment that resulted in the restriction 
requirement that is the subject of this petition. Claim 8 before the November 1 1 , 2003 
amendment is reproduced below. 

Claim 8 (original). The record carrier as claimed in any of the preceding claims 
characterized in that said first channel is represented by first variations of a first physical 
parameter of the record carrier and said second channel is represented by second variations of a 
second physical parameter of the record carrier, said second physical parameter differing from 
said first physical parameter. 

Before the November 1 1, 2003 amendment. Claim 8 specifically recited 
that the "first channel is represented by first variations of a first physical parameter of the 
record carrier" and that the "second channel is represented by second variations of a 
second physical parameter of the record carrier differing from said first physical 
parameter." The Petitioner respectfiiUy submits that the definitions of variations in 
physical parameters applied to the first and second channels in Claim 8 before the 
November 11, 2003 amendment is essentially equivalent to reciting variations within first 
and second physical features. 

Claim 8 depends from Claim 1 and incorporates the elements of Claim 1 . 
As previously discussed, the definition supplied by the specification to the invention for 
the term first channel in Claim 1 is "pits" and the definition supplied by the specification 
of invention for the term second channel in Claim 1 is "variations in the track". The 
logical interpretation of Claim 8 prior the November 11, 2003 amendment is that the first 
channel comprises pits represented by first variations of a first physical parameter and 
that the second channel comprises variations in the track represented by second variations 
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of a second physical parameter of the record carrier differing from the first physical 
parameter. 

The first channel was always defined by the specification as being 
optically detectable marks in a track, whereby the optically detectable marks are in the 
form of so-called pits. This is a definition consistent with the term "physical feature" The 
second channel was always defined by the specification as being variations in the track, 
which also is a term consistent with the term "physical feature". The claims as originally 
submitted defined the term channel as being a variation in a physical parameter of the 
record carrier, which is consistent with the term physical feature. Accordingly, the 
Petitioner respectfiilly submits that it is not proper for the Examiner to have interpreted 
the term "channel" in such a manner that would exclude the term "physical feature". 

The first office action dated May 7, 2003 (paper 3) subjected Claims 1-26 of the 
invention to a restriction requirement. The restriction requirement contained in paper 3 stated 
that there were three distinct species, each being an optical storage device; the first embodiment 
as shown in Figures 1 and 2; the second embodiment as shown in Figures 3 and 4;and the third 
embodiment as shown in Figures 5 and 6. There was no classification mention in paper 3. In 
paper 6 a non-final office action on the merits was sent to the Petitioner after the election, there 
is no mention of classification of the invention. 

The Examiner stated on page 2 of the December 23, 2003 Final Office Action that 
the claims prior the November 11, 2003 amendment were directed to a record carrier recording 
stereo signals and data signals in a chaimel comprising first portion and second portion classified 
within class 381/10, 381/23 and/or 369/59.27. The Petitioner would like to respectfully point out 
that this is a misstatement by the Examiner. The claims prior the November 1 1 , 2003 
amendment were directed to a record carrier recording wherein the first portion was recorded in 
a first channel and the remaining portion was recorded in a second channel. The proper 
interpretation is that the first portion is recorded in pits and the remaining portion was recorded 
in variations in the track because this is the definition given by the specification as previously 
discussed. The Examiner also stated in the December 23, 2003 Final Office Action that the 
claims filed by the November 11, 2003 amendment are directed to a stereo signal being recorded 
using a first physical feature and a second physical feature which are different from each other 
which falls Mdthin class 369/275.3. The first channel is formed of pits, which is a physical 
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feature in the record carrier, and the second channel is formed of variations in the track of the 
record carrier, which is also a physical feature. 

As discussed above, the Petitioner was not made aware of the specific 
classification of the invention. However, the restriction requirement contained in paper 3 stated 
that there were three distinct species, each being an optical storage device. The Petitioner 
selected the embodiment that included definitions of the channels as being variations within a 
physical parameter. The specification defines the first channel as being pits and the second 
channel as being variations in the track. The elements within the elected claims should always 
have been viewed as reciting being recording signals via physical features of the record carrier. 
It may very well be the case that the Examiner incorrectly classified the invention elected by the 
Petitioner and this is not the fault of the Petitioner. The Petitioner was not informed of the 
classification made by the Examiner in paper 3 that subjected Claims 1-26 of the invention to the 
original restriction requirement. Paper 6 is the non-final office action on the merits sent to the 
Petitioner after the election of the first embodiment made no mention of the classification that 
the examiner was intending. The Petitioner elected claims directed towards recording signal in a 
record carrier via variations of physical parameters in channels, which channels are defined as 
pits and variations in the track. Variations in pits and tracks of a record carrier are variations in 
physical features of the record carrier. 

As previously discussed. Claim 8 prior the November 11, 2003 amendment, the 
first and second channels were defined as variations of physical parameters wdthin the record 
carrier. The Petitioner submits that if the terminology from Claim 8 of variations of physical 
parameters within the record carrier had been incorporated by the November 11, 2003 
amendment into Claim 1 that no restriction would have resulted. The Petitioner respectfiilly 
submits that a variation of a physical parameter is essentially equivalent to a variation within 
physical feature of the record carrier. At the very least, using the terminology "physical features 
within the record carrier" compared to the original claims that recited 'Variations of physical 
parameters within the record carrier" does not result in claims that are independent or distinct. 

There should be no question that if the November 11, 2003 amendment had 
attempted to change the first and second chaimel to, respectively, first variations of a first 
physical parameter and second variations of a second physical parameter that no restriction 
would have resulted because this terminology already existed in Claim 8 and the change would 
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be nothing more than incorporating the limitations of a dependent claim in to the base claim. 
There shoxild also be no question that that if the November 11, 2003 amendment had attempted 
to change the first and second channel to first and second physical parameters that no restriction 
woxild have resulted, again because again these are simply limitations that were within a 
dependant claim. 

The November 11, 2003 amendment replaced the terms "first charmel" with "first 
physical feature" and the term "second channel" with the term "second physical feature". The 
Applicants, respectfiilly, submit that replacing the term channel with the term physical feature 
does not create an independent or distinct invention, especially wherein chaimel is defined by 
Claim 8 as originally submitted as a variation of a physical parameter, and wherein the 
specification defines the first channel as pits and the second chaimel as variation in the track. 

The MPEP at §803 details when restriction is proper and when restriction is not 
proper. The MPEP at §803 clearly states that if "the search and examination of an entire 
application can be made without serious burden, the examiner must examine it on the merits, 
even though it includes claims to independent or distinct inventions." The Petitioner avers that 
the claims provided by the November 1 1 , 2003 amendment are not independent or distinct fi"om 
the invention originally claimed. The Petitioner respectfiilly submits that examination of the 
claims provided by the November 1 1 , 2003 amendment can be made without a serious burden on 
the part of the Examiner. As previously discussed, Claim 8 as originally filed amendment 
defined "channel" as variations of physical parameters within a record carrier. Also as 
previously discussed, the terminology "variations of physical parameters within a record carrier" 
is essentially equivalent to the terminology "physical features within a record carrier". The 
examination of the claims as submitted by the November 11, 2003 amendment that recite 
"physical features" in place of channel no not impose a serious burden on the Examiner. 

The Petitioner respectfiilly points out that any search of the claims filed by the 
November 1 1 , 2003 amendment should not cause a serious burden on the Examiner. The 
Examiner states that the claims filed by the November 11, 2003 amendment fall within class 
369/275.3. The Examiner has already made a search of class 369/275 and this is evident by 
citation of Balston et al. (U.S. Patent No. 4,672,600) in the Notice of References Cited provided 
by the Examiner in relation to the claims originally submitted. Accordingly, it appears that class 
369/275 has already been searched. The reclassification suggested by the Examiner has already 


Serial No. 09/787,339 


7 


been searched, or at least any search required by the November 1 1, 2003 amendment would not 
impose a serious burden upon the Examiner. 

The Examiner states in the December 23, 2003 Final Oflfice Action, that the 
November 11, 2003 amendment modified the claims such that they are directed towards a stereo 
signal being recorded using first physical features and second physical feature which are 
different fi-om each other and classified in class 369/275.3. The Examiner also states that the 
original claims were directed towards a record carrier recording stereo signals and data signals in 
a chaimel comprising a first portion and a second portion. The Petitioner respectfully submits 
that the changes made by November 1 1 , 2003 amendment to the claims essentially modified the 
claims in a manner wholly consistent with the invention originally recited by Claim 8. The 
Petitioner respectfully points out that Claim 8 as originally submitted defined "channel" as 
represented by variations of a physical parameter of the record carrier, and that the term 
"channel" should reasonably have been interpreted as a physical feature. The MPEP at §806(C) 
states that where "inventions are related as disclosed but are not distinct as claimed, restriction is 
never proper." The Petitioner respectfidly submits that the only reasonable interpretation of the 
term "channel" is akin to that recited by Claim 8 prior the November 1 1, 2003 amendment and 
defined by the specification of the present application for invention. 

The MPEP at §806.03 states that where "the claims of an application define the 
same essential characteristics of a single disclosed embodiment of an invention, restriction 
therebetween should never be required. This is because the claims are but different definitions of 
the same disclosed subject matter, varying in breadth or scope of definition." As previously 
discussed. Claim 8 before the November 11, 2003 amendment defined the same essential 
characteristics as the Claims filed by the November 11, 2003 amendment. The only difference 
being that the claims filed by the November 11, 2003 amendment are not as broad as those 
originally filed. Accordingly restriction is not proper. 

The Petitioner made the November 11, 2003 amendment to distinguish the 
claims of the invention fi-om cited references. It appeared that the Examiner was 
interpretmg the term "charmel" very broadly. Accordingly, the November 11, 2003 
amendment was made to use terminology similar to that used in Claim 8. Claim 8 had no 
rejection based on the prior art. The Petitioner respectfully asserts that none of claims 
filed by the November 1 1, 2003 amendment are independent or distinct fi^om the 
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invention as originally claimed. Accordingly, the Petitioner requests the Honorable 
Commissioner for Patents intervene and rescind the restriction requirement to the claims 
of the invention that was made in the December 23, 2003 Final Office. 
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